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Opi ni on by Bucher, Adm nistrative Trademark Judge:

On July 10, 1997, applicant applied to register the mark
“FUTURES: THE 21ST CENTURY JOB STORE” (with the word “JOB”
di sclaimed) on the Principal Register for “personnel placenent
services” in International Cass 35. The basis for filing the
application was applicant's assertion that it possessed a bona
fide intention to use the mark in commerce in connection with
t hese servi ces.

Regi stration was refused under Section 2(d) of the Lanham
Act because the Trademark Exam ning Attorney determ ned that
applicant's mark, if it were used in connection with the

services recited in the application, would so resenble the mark
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“JOB STORE” (with the word “JOB” disclainmed) which is registered!

for “enploynent and job placenent services,” that confusion
woul d be |ikely.

Applicant presented argunments in support of its contention
that confusion with the mark in the cited registration is not
likely. In support of its argunents, applicant argued from
I nternet excerpts that the term*“JOB STORE” is diluted and hence
relatively weak as applied to job-related services. Applicant
al so argues that it is commtted to the tenporary job market,
while registrant’s services are directed toward storing online
enpl oyee resunes of Col oradans | ooking for permanent jobs.
Finally, applicant points out the dissimlarity of the nmarks as
to appearance, sound and overall comrercial inpression.

The Exam ning Attorney was not persuaded by applicant's
argunment or evidence, and nade final the refusal to register
under Section 2(d) of the Act.

The Trademark Exam ning Attorney denied applicant’s request
for reconsideration, and applicant tinely filed a notice of
appeal, which was tinmely followed with an appeal brief. The

Exam ning Attorney then filed his brief on appeal, and applicant

! Registration No. 1,213,413, was issued on the Principal Register on
Cctober 19, 1982 to Alan Grandbois, d.b.a. The Job Store; conbined
affidavit under Sections 8 and 15 of the Act filed and accept ed.
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requested an oral hearing before the Board, which was held on
May 24, 2000.

We turn then to the i ssue of whether confusion is likely in
view of the cited registered mark. In the course of rendering
this decision, we have foll owed the guidance of In re E. I

du Pont de Nemours & Co., 476 F.2d 1357, 1362, 177 USPQ 563,

567-68 (CCPA 1973), which sets forth the factors that should be
considered, if relevant, in determning |ikelihood of confusion.
In the case at hand, the factors about which we have evidence
are the simlarity of the trademarks and the rel ationship
bet ween the services of the applicant and the registrant.

W first turn to consider the services. Applicant argues

inits brief as foll ows:

...Applicant submts that the respective services are
not so simlar such that there would be confusion
between the prior registered mark and its nark.
Specifically, Registrant’s services focus on finding
jobs in Colorado. Applicant’s services are of a
different nature. Specifically, Applicant’s services
focus on regular job placenent services -- resune
witing assistance, and sending applicants to
interviews with prospective enployers, particularly as
t hese services apply to the tenporary enpl oynent

mar ket, so-called “tenp jobs.” Hence, Applicant’s
name is “Tenps & Co.” which reflects this conm tnent
to the tenporary help job market.

Regi strant’ s services appear to be focused on the
“storing” of job information online for potenti al

enpl oyees in Col orado. These potential enpl oyees can
apply for jobs in the bank of jobs “stored” online.
Meanwhi | e, Applicant’s services revolve around the
nore traditional placenent of enployees through a
“store” of potential enployees who can “shop” around
for their dreamjob. 1In other words, Applicant’s
“store” is specifically designed for consuners to shop
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around until they are confortable with a job and its
wor ki ng environnent. [Applicant’s brief on appeal,
pp. 10-11].

However, it is well settled that the issue of |ikelihood of
confusi on between applied-for and regi stered marks nust be
determ ned on the basis of the services as they are identified
in the involved application and cited registration, rather than
on what any evidence may show as to the actual nature of the
services, their channels of trade and/or classes of purchasers.

Canadi an I nperial Bank of Commerce v. Wlls Fargo Bank, 811 F.2d

1490, 1 USP2d 1813 (Fed. Cir. 1987); and In re Elbaum 211 USPQ

639 (TTAB 1981). Thus, we agree with the Trademark Examni ni ng
Attorney that applicant’s “personnel placenent services” would
be enconpassed within registrant’s recitation of “enpl oynent and
j ob pl acenment services,” and hence are deened to be identi cal

W now turn to a consideration of the parties’ respective
mar ks, keeping in mnd as well that “when marks woul d appear on
virtually identical goods or services, the degree of simlarity
necessary to support a conclusion of |ikely confusion declines.”

Century 21 Real Estate Corp. v. Century Life of Anmerica, 970

F.2d 874, 23 USPQ2d 1698, 1700 (Fed. G r. 1992).

Regi strant has a registration on the Principal Register for
the mark “JOB STORE' for “enploynent and job pl acenent
services.” In adopting its mark for substantially identical

services (“personnel placenent services”), applicant has taken
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registrant’s mark in its entirety, and added “FUTURES: THE 21ST
CENTURY ..” in front of the words “...JOB STORE.”

Wil e there are obvious differences between applicant’s
mark and registrant’s mark as to sound and appearance, we
conclude that the marks are simlar in overall comerci al
inpression. Registrant’s entire mark is the designation “JOB
STORE.” Applicant's mark contains registrant’s mark inits
entirety. Reasonable people may differ as to what the dom nant
portion of applicant’s mark is, or indeed, whether this six-word
phrase even has a dom nant el enent. However, although applicant
argues that “FUTURES: THE 21ST CENTURY .. is the dom nant
portion of this conposite service mark, we agree with the
Trademark Exam ning Attorney that this dependent portion of the
mar k cannot stand by itself. At oral hearing, applicant argued
t hat consuners may well shorten this phrase to sinply “FUTURES
whil e the Trademark Exam ning Attorney argued that they would
likely shorten it to “JOB STORE " As a registered trademark,
the designation, “JOB STORE,” stands conceptually as the
dom nant part of applicant’s title. The term“JOB STORE’ is at
| east as domi nant as the word “FUTURES’ inasnuch as the words
“THE 21ST CENTURY” follow the colon and serve as a nodifier of
“JOB STORE.” We think it particularly significant, in this
case, that someone acquainted with registrant’s services and

mark may well view applicant’s mark as a nodernization or tinely



Serial No. 75/321, 952

updating of registrant’s mark. Applicant, as the |ateconer to
job-rel ated services, had the duty to select a mark far enough
renmoved fromregistrant’s previously used mark to avoid any

confusion. See e.g., MIles Laboratories, Inc. v. Naturally

Suppl enents, Inc., 1 USPQ 2d 1445, 1455 (TTAB 1986).

Mor eover, as to applicant’s claimthat this term*“JOB
STORE” is diluted and weak in this field, we note that the
evi dence of record does not support the conclusion that third
parti es have adopted, used or registered this tw-word
designation apart fromother potentially distinguishing natter.
Again, we see no reason not to accord the cited, incontestable
regi stration the weight such a nmark deserves under the statute.

Decision: The refusal to register under Section 2(d) of

the Act is affirned.

R F. Ci ssel
D. E. Bucher
G F. Rogers

Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



